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DETAILED ACTION 

The allowability of dependent claim 2, as stated in the previous office action, is currently 
withdrawn. 

The objection to the Drawings, as stated in the previous office action, is currently 
withdrawn. However, a new objection to the Drawings is currently stated. 

Drawings 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the "method comprising the steps of: 
(a) monitoring an average retrieval rate with which data is retrieved from the first memory; (b) 
determining whether the average retrieval rate drops below the nominal data retrieval rate; (c) 
when the average retrieval rate drops below the nominal data retrieval rate, determining a part of 
the data of which retrieval causes the drop of the average retrieval rate; (d) adding to the list a 
reference to the allocation units in which data is stored of which the retrieval causes the drop of 
the average retrieval rate." must be shown or the feature(s) canceled from the claim(s). No new 
matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
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must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 



Claim Rejections - 35 USC §101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1 and 3-9 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. In determining statutory requirements, the first step is to 
establish, precisely, what the applicant has invented and is seeking to patent. See Interim 
Guidelines for Examination of Patent Applications for Patent Subject Matter Eligibility, Section 
II. Claim 7 is seemingly a patentable apparatus, however, it is clear to the examiner that the 
applicant is seeking to patent the programmed steps, not the memory and processor. Program 
steps can be patentable subject matter covered by a judicial exception under 35 U.S.C 101 (i.e. 
an abstract idea), however, there has to be a practical application in the claim of such a judicial 
exception. See Interim Guidelines for Examination of Patent Applications for Patent Subject 
Matter Eligibility, Section IV (C) (2). Claim 7 is directed to a judicial exception to 35 U.S.C. 101 
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and is not directed to a practical application of such judicial exception, because the claim does 
not require any physical transformation or the invention as claimed does not produce a useful, 
concrete, and tangible result. 

Claim 1 and claim 7 are essentially claiming the same thing because claim 7 is effectively 
claiming the programmed steps that are recited in claim 1. Therefore, claim 1 is rejected for the 
same reasons as claim 7; that is claim 1 is directed to a judicial exception to 35 U.S.C. 101 and is 
not directed to a practical application of such judicial exception, because the claim does not 
require any physical transformation or the invention as claimed does not produce a useful, 
concrete, and tangible result. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 9 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Claim 9 recites, "an apparatus as claimed in 7 and the first memory" in lines 2 and 3 of 
the claim. However, the limitation of the first memory is redundant because claim 7 successfully 
recites the limitation of "a first memory". The examiner is not sure what the applicant regards as 
the invention because the only limitation in claim 9 is a redundant limitation; therefore the claim 
is rendered indefinite. 
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Response to Arguments 

Applicant's arguments with respect to claims 1 and 3-9 have been considered but are 
moot in view of the new ground(s) of rejection. Claims 1 and 3-9 currently stand rejected under 
35 U.S.C. 101 because the claimed invention is directed to non-statutory subject matter. 

However, the examiner would like to respond to one argument made by the applicant. 
The applicant states on page 6 of the Remarks that "claim 7 is capable of retrieving data from a 
first memory. However, this apparatus does not include the first memory." The examiner 
respectfully disagrees with the applicant. Claim 7 not only mentions a first memory, but modifies 
the structure of the first memory, i.e. "the first memory being divided into allocation units". 
Furthermore, in section (g) of claim 7, applicant clearly pulls the limitation of a first memory 
into the scope of the claim by stating that the "a second part of the requested data is retrieved 
from the first memory," since the examiner would have to give patentable weight to this 
limitation. The limitation in section (g) is not written in "capable of 1 language, but is written in a 
required and exact manner, which "requires" the second part of the requested data be retrieved 
from the first memory. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason C. Olson whose telephone number is (571)272-7560. The 
examiner can normally be reached on Monday thru Thursday 7:30-5:30; alternate Fridays. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrea L. Wellington can be reached on (571)272-4483. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JCO 




Supervisory Patent Examiner 



